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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)[X] Responsive to communication(s) filed on 03 August 2004 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 15-28 is/are pending in the application. 

4a) Of the above claim(s) 26-28 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 15^25 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

£))□ The specification is objected to by the Examiner. 

10) [3 The drawing(s) filed on 17 December 2003 is/are: a)E3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
bM AH b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3.S Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Group I, claims 15-25 in the reply filed on 
08/03/2004 is acknowledged. The traversal is on the ground(s) that "when viewed 
together, Group I and II are describing the same discovery, each embodying essentially 
the same steps and limitations. It is Applicants' position that the claims define subject 
matter that is so related and so dependent that good judgment dictates their inclusion in 
one application" and "there is nothing in 35 U.S.C. 121 that gives the Patent Office the 
authority to require restriction between different statutory classes of claims unless the 
claims cover "independent and distinct inventions." 

This is not found persuasive because even though 35 USC 121 authorizes 
restriction of two or more independent arid distinct inventions, the term " and " has long 
been understood as "or". The law has long been established that dependent inventions 
(frequently termed related inventions) may be properly divided if they are, in fact 
"distinct" inventions, even though dependent. The term "distinct" means that two or 
more subjects as disclosed are related, for example as combination and 
subcombination, process and apparatus for its practice, process and product made, 
etc., but are capable of separate manufacture, use or sale as claimed, and are 
patentable (novel and unobvious) over each other (though they may each be 
unpatentable because of the prior art.) It will be noted that in this definition the term 
"related" is used as an alternative for "dependent" in referring to subjects other than 
independent subjects. See MPEP 802.01 . Furthermore every requirement to restrict has 
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two aspects, (1 ) the reasons (as distinguished from the mere statement of conclusion) 
why the inventions as claimed are either independent or distinct, and (2) the reasons for 
insisting upon restriction therebetween. See MPEP 808. Where the related inventions 
as claimed are shown to be distinct under the criteria of MPEP 806.05 (c-l), the 
examiner, in order to establish reasons for insisting upon restriction, must show by 
appropriate explanation one of the following : (1 ) separate classification thereof, (2) a 
separate status in the art when they are classifiable together, or (3) a different field of 
search. See MPEP 808.02. 

The restriction requirement for Group II (claims 26-28) and Group I 
(claims 15-25) which are related as process of making and product made. The 
inventions I and II are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case, unpatentability of the Group I invention would 
not necessarily imply unpatentability of the Group II invention, because the device of 
Group I invention could be made by a process materially different from that of the Group 
II invention such as depositing the insulation film on a surface of the substrate, etching 
the insulation film in order to form the insulator profile, then form the metallic layer on 
the insulation film in order to form the anode. Thus the inventions of Group I and Group 
II are distinct inventions. See MPEP 806.05 (f). In addition, said Group I is classified in 
class 257 and said Group II is classified in class 438, as set forth in the Restriction 
Requirement. Thus the inventions of Group I and Group II acquire a separate 
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classification thereof. Therefore, the requirement for restriction between patentably 
distinct inventions of Group I and Group II is proper. See MPEP 808 and 808.02. 
The requirement is still deemed proper and is therefore made FINAL. 

Priority 

2. Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). The certified copy has been filed in parent Application No. PCT/DE 
98/03453, filed on 1 1/23/1998. 

Information Disclosure Statement 

3. The information disclosure statement filed 1/20/2004 has been considered. 

Oath/Declaration 

4. The oath or declaration filed on 09/23/2003 is acceptable. 

Specification 

5. The following guidelines illustrate the preferred layout for the specification of a 
utility application. These guidelines are suggested for the applicant's use. 

Arrangement of the Specification 

As provided in 37 CFR 1 .77(b), the specification of a utility application should 
include the following sections in order. Each of the lettered items should appear in 
upper case, without underlining or bold type, as a section heading. If no text follows the 
section heading, the phrase "Not Applicable" should follow the section heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) STATEMENT REGARDING FEDERALLY SPONSORED RESEARCH OR 

DEVELOPMENT. 

(d) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMITTED ON A 

COMPACT DISC (See 37 CFR 1 .52(e)(5) and MPEP 608.05. Computer 
program listings (37 CFR 1.96(c)), "Sequence Listings" (37 CFR 1.821(c)), 
and tables having more than 50 pages of text are permitted to be 
submitted on compact discs.) or 
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REFERENCE TO A "MICROFICHE APPENDIX" (See MPEP § 608.05(a). 
"Microfiche Appendices" were accepted by the Office until March 1, 2001.) 

(e) BACKGROUND OF THE INVENTION. 

(1) Field of the Invention. 

(2) Description of Related Art including information disclosed under 37 
CFR1.97 and 1.98. 

(f) BRIEF SUMMARY OF THE INVENTION. 

(g) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWING(S). 

(h) DETAILED DESCRIPTION OF THE INVENTION. 

(i) CLAIM OR CLAIMS (commencing on a separate sheet). 

(j) ABSTRACT OF THE DISCLOSURE (commencing on a separate sheet). 

(k) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1 .821-1 .825. A 
"Sequence Listing" is required on paper if the application discloses a 
nucleotide or amino acid sequence as defined in 37 CFR 1 .821(a) and if 
the required "Sequence Listing" is not submitted as an electronic 
document on compact disc). 



Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 



Claims 15-25 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 15, line 10, "said insulator surface" is unclear as to whether it is being 
referred to the insulator profile; 

lines 11-13, what does applicant mean by "spacing an upper end of 
the curved metallic layer from the surrounding lateral portion of the insulator profile 
surface" ? Note that the drawings do not show the upper end of the curved metallic 
layer 1 is spaced from the lateral portion of the insulator profile 10. 
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Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 1 63 USPQ 644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 15-25 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-5, 7, 8,10, 12-14 of U.S. 
Patent No. 6,426,540. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because both of the inventions disclose a 
semiconductor component capable of blocking voltages in a power electronics 
application comprising an insulation profile in a termination portion of an anode metallic 
layer, provided directly on a substrate of the semiconductor component, the insulator 
profile having a curved portion and a surrounding lateral portion, the insulator profile 
including a surface in the curved portion which begins substantially at a level of a 
surface of the substrate and is non-linearly curved towards the lateral portion; a metallic 
layer provided on the insulator profile surface so as to have the shape of the curved 
portion of the insulator profile so as to laterally extend the anode metallic layer for 
insulating spacing an upper end of the curved metallic layer from the surrounding lateral 
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portion of the insulator profile surface and from an outer metallic coating surrounding 
the lateral portion. 

Applicant's claims 15-25 do not recite the semiconductor component is an IGBT, 
a thyristor, a GTO or a diode. However, although Applicant's claims 15-25 do not recite 
exact the type of the device as that recited in claims 1-5, 7, 8,10, 12-14 of U.S. Patent 
No. 6,426,540, the type differences are considered obvious design choices and are not 
patentable unless unobvious or unexpected results are obtained from these changes. It 
appears that these changes produce no functional differences and therefore would have 
been obvious. Note In re Leshin, 125 USPQ 416, In re Woodruff, 919 F.2d 1575, 1578, 
16 USPQ2d 1934, 1936 (Fed. Circ. 1990). 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Minh-Loan T. Tran whose telephone number is (571 ) 
272-1922. The examiner can normally be reached on Monday-Friday 9:00 AM-5:30 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan J. Flynn can be reached on (571) 272-1915. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Minh-Loan T. Tran 
Primary Examiner 
Art Unit 2826 
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